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ABSTRACT

Self-execution is a matter of national rather than international law. While some
countries regard international agreements as having direct effect, most do not consider
international intellectual property agreements to be self-executing. This means that
negotiators cannot assume that national law will be implemented in a manner that is
entirely consistent with agreements as drafted. For intellectual property law, this
situation is particularly problematic because the globalization of information, pro-
duction, and manufacturing suggests that a high degree of integration is desirable.
Nonetheless, there are many good reasons to preserve states’ sovereign authority in this
arena. Intellectual property law involves balancing proprietary interests against public
concerns. Because countries differ dramatically along the lines of culture, economics,
technological capacity, and fundamental principles, it would be difficult to strike the
same balance everywhere. Thus, consensus can often be achieved only through the use
of “constructive ambiguities’— language that is unsuitable to direct application by
judges but which allows for legislative tailoring to local needs, capabilities, and
values. In addition, technologies and needs change over time. International lawmak-
ing is too prone to capture, too shortsighted, and too cumbersome to deal effectively
with such problems. In contrast, legislative intervention creates a degree of account-

ability to the public.
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A. INTRODUCTION

In theory, one might characterize an international instrument by asking whether or not it
is self-executing. The obligations a nation undertakes in a treaty are regarded as self-
executing when they apply as of the treaty’s own force in that nation’s courts. In contrast,
a non-self-executing treaty must be implemented by the state’s lawmakers before it has
direct effect, that is, before litigants can rely on its provisions in judicial proceedings.
However, unlike many of the dimensions of international agreements discussed in this
volume, the characterization of an agreement as self-executing is not itself a matter of
international law. Rather, each party to the agreement decides the question whether the
treaty has direct effect under its own national laws and policy. Although some countries
have a rather rigid view on this issue, others take a mixed approach and decide it on a
case-by-case basis (or, often more accurately, a provision-by-provision basis). Because the
language of the treaty (or provision) and the intentions of the negotiating parties are
determinative factors for these countries, the question arises whether the intended
members of new intellectual property agreements should take steps to promote a
particular view on the matter. Would it, in short, be beneficial — to member states and
their citizens, to right holders, to the creative community, or to the international order —
to draft agreements in a manner that most countries would regard as self-executing, and
in this way, better ensure that states fulfill their international commitments?

This Comment begins in Part A with an overview of national views on self-
execution, culminating in a description of the framework that countries adopting a
mixed approach use when determining whether a measure has direct effect. This part
focuses on the law of the United States, both because it has recently given consider-
able attention to this issue and because the decisions of any one party — particularly a
large, economically powerful party — may influence the others. Part B considers how
that framework plays out with regard to the core multilateral intellectual property
agreements and free trade agreements (FT'As) that include chapters on intellectual
property protection. Part C asks the normative question: as a general matter, is
intellectual property appropriate subject matter for self-executing agreements?
Concluding that it is not, Part D suggests ways to ensure that the goals of international
intellectual property instruments are nonetheless fulfilled.

https://doi.org/10.1017/9781009071338.016 Published online by Cambridge University Press


https://doi.org/10.1017/9781009071338.016

Self-Executing International Intellectual Property Obligations? 313

B. SELF-EXECUTION

I. Overview

Because self-execution is a matter of national law and policy, to the extent that
something can be characterized along the dimension of self-execution, it reflects the
approach that each state takes to the role its international commitments play in
domestic disputes. Some states consider international law to be part of the domestic
regime. In these monist jurisdictions, treaties are generally considered to have direct
effect. An example, cited by Martin Senftleben, is a 1999 decision of the German
Federal Court of Justice." The decision, which required the Technical Information
Library Hanover to pay the plaintiff equitable remuneration for its copying of
scientific articles, was based directly on the three-step exceptions test in the Berne
Convention, which permits certain unauthorized reproductions of protected works.*

In theory, a monist system has several advantages. It can save legislative resources
because there is no need for implementing measures.> Moreover, for countries new
to the relevant field, adopting a self-executing treaty essentially imports a ready-made
legal regime — often one that was drafted and adopted by countries with substantial
experience in the area. A monist policy can also act as a signal that the country is
prepared to adhere to the obligations set by the international community. For
countries that see their future as enhanced by international cooperation and trans-
national business dealings, it can be highly beneficial to adopt what is essentially a
pre-commitment strategy.* In bypassing the need for implementing legislation, a
monist jurisdiction ensures that its international obligations will not be derailed by
corrupt officials, local lobbyists, or legislators who wish to pursue other objectives. In

Martin R. F. Senftleben, Copyright, Limitations and the Three-step test. An Analysis of the
Three-Step Test in International and EC Copyright Law (Den Haag: Kluwer Law International
2004), 206207, citing Bundesgerichtshof [BGH][Federal Court of Justice] Feb. 25, 1999,
JURISTENZEITUNG [JZ] 1000, 1999 (Ger.). See also Joachim Bornkamm, The German
Supreme Court: An Actor in the Global Conversation of High Courts, 29 Tex. Int'l L.]. 415, 419
(2004). Other monist systems include Belgium, France, the Netherlands, Switzerland, and
Japan, see John H. Jackson, Status of Treaties in Domestic Legal Systems: A Policy Analysis, 86
Am ]. Intl L. 310, 319 (1992). The EU has also largely regarded itself as monist, Grdinne de
Biirca, International Law before the Courts: The EU and the US Compared, 55 Va. J. Int'l L.
685, 689-690 (2015); Joined cases C-300/98 and C-392/98, Parfums Christian Dior SA v TUK
Consultancy BV, ECLI:EU:C:2000:688, 42 (CJEU 2000).

Berne Convention for the Protection of Literary and Artistic Works, art. 9(2), July 24, 1971, 161
U.N.T'.S. 31 [hereinafter Berne Convention].

The Belgian approach is illustrative, Patricia Popelier and Catherine Van de Heyning, The
Belgian Constitution: The Efficacy Approach to European and Global Governance, in Anneli
Albi and Samo Bardutzky (eds.), National Constitutions in European and Global Governance:
Democracy, Rights, the Rule of Law (The Hague: T.M.C. Asser Press 2019).

Henry G. Schermers Some Recent Cases Delaying the Direct Effect of International Treaties
in Dutch Law, 10 Mich. ]. Int'l L. 266, 286 (1989) (noting the advantages the Dutch saw in
giving international agreements direct effect).
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some monist states international law may even trump later-enacted legislation.”
Accordingly, a monist approach assures treaty partners that subsequent legislatures
cannot easily undermine the nation’s commitments.

There are, however, countries that regard international and domestic laws as
belonging to separate spheres. In these dualist systems, an international agreement
is not internally binding until the national legislature transposes its provisions into
domestic law. For example, under the UK doctrine of parliamentary sovereignty,
Parliament must enact legislation to make a treaty domestically effective.® Thus, a
court in the United Kingdom could never require one party to compensate another
based solely on a provision of the Berne Convention.

A dualist approach has much to recommend it. It provides the legislature with a
chance to reconsider the outcome of negotiations conducted in locations remote to
its capital. Thus, at least in theory, a dualist approach promotes local accountabil-
ity.” Furthermore, a dualist approach allows lawmakers to tailor the law to the
specific circumstances of the country, to clarify the obligations set out in the
instrument, and to put them into terms that can be more easily applied by judges
and understood by lawyers and the laws’ consumers. Transposition also offers the
opportunity to ensure coherence with other domestic legal regimes that use similar
terminology or address related issues. Furthermore, making the change alerts the
legislature that new administrative resources may be needed. When international
and national measures are on a different footing, subsequent governments may
retain more freedom to alter local law as needs change.

As the discussion of the advantages of monist and dualist systems suggests, both
approaches also have disadvantages. The monist approach can be rigid. Moreover,
circumventing the legislature can undermine democratic values. Since groups that
can afford to lobby at the international level are often better heeled and more
effectively organized than those that operate domestically, public choice theory
suggests that a monist state’s legal regime will be more inclined than other systems
to favor the rich over the poor and to favor concentrated business interests over the
interests of dispersed consumers.® Dualist systems do not have this problem, at least
not to the same degree. However, they may have a harder time in negotiations

> For a discussion of this issue, see Jackson, supra note 1. Cf. Case of Abdulaziz, Cabales and
Balkandali v. The United Kingdom, Judgment, European Court of Human Rights, May 28,
1985 (finding that the UK had violated the European Convention on Human Rights through
subsequent legislation.).

Rosalyn Higgins, United Kingdom: From the Effect of Treaties in Domestic Law, in Rosalyn
Higgens, Themes and Theories 811~813 (Oxford: Oxford University Press 2009). See, e.g., R (on
the application of Miller and another) v. Sec’y of State for Exiting the European Union [2017]
UKSC 5, [57]; J. H. Rayner (Mincing Lane) Ltd v. Department of Trade and Industry [1990]
2 AC 418, 500.

7 Jackson, supra note 1, 312-313. The result may be that some international obligations are not
made enforceable domestically, see text at note 59, infra.

Eyal Benvenisti and George W. Downs, The Empire’s New Clothes: Political Economy and
the Fragmentation of International Law, 6o Stan. L. Rev. 595 (2007). Cf. Margot E. Kaminski ,
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because they cannot be fully trusted to implement the agreements they sign or
ratify.? And to the extent that their legislatures do fail to follow through and
implement, they can find themselves in violation of international law.

Because of these problems, most systems are not entirely monist or dualist. For
example, and as discussed further below, even monist systems do not generally
regard the TRIPS Agreements as self-executing.” By the same token, some dualist
countries may give direct effect to human rights agreements." Furthermore, many
countries are neither monist nor dualist, but rather take a mixed approach to self-
execution and examine a constellation of factors to determine whether a particular
instrument (or provision) has a direct effect. The United States furnishes an
example. Before relying on the Berne Convention to order a defendant to compen-
sate a plaintiff, a US court would ask whether the Convention — or its three-step
exceptions test — is self-executing.

Of course, the failure of a state to implement an agreement or regard it as self-
executing will put that country in violation of international law. Nonetheless, even
after a violation is found, local implementation will still be required. Experience
suggests that this may not always be feasible. Consider, for example, the US-110(5)
case in the World 'Trade Organization (WTO).” Although a WTO panel held that
the United States had violated the three-step exceptions test of the TRIPS
Agreement,” the challenged exception remains good law in the United States.
One reason may be that the provision was part of a legislative package: in exchange
for extending the term of copyright generally, Congress enacted the challenged
provision, which benefits certain access interests. T'o adhere to the WTO decision,
the United States would have to unravel the sort of legislative compromise that is
typical of democratic governance."

The Capture of International Intellectual Property Law through the U.S. Trade Regime, 87 S.
Cal. L. Rev. 977 (2014).

9 Cf. Lionel Bently, R. v. the Author: From Death Penalty to Community Service, 32 Colum.

J.L. & Arts 1, 32 (2008) (describing the debate over whether the UK should adopt provisions

introduced in the Berlin Revision of the Berne Convention).

Agreement on Trade-Related Aspects of Intellectual Property Rights, Marrakesh Agreement

Establishing the World Trade Organization, Apr. 15, 1994, 33 LL.M. 81 (1994) [hereinafter

TRIPS Agreement or TRIPS]. See infra, text at notes 40—49.

" See, e.g., Michael Skold, The Reform Act’s Supreme Court: A Missed Opportunity for Judicial
Review in the United Kingdom?, 39 Conn. L. Rev. 2149, 2171-74 (2007).

* Panel Report, United States — Section 110(5) of the US Copyright Act, WT/DS160/R (June 15,
2000)[hereinafter US-110(5) Report]. See also Appellate Body Report, India — Patent Protection
for Pharmaceutical and Agricultural Chemical Products, WI/DS50/AB/R, 45 (Dec. 19, 1997)
(political impossibility of enacting legislation is not a defense)[hereinafter India-
Pharmaceuticals Report].

3 TRIPS Agreement, art. 13.

" See Graeme B. Dinwoodie and Rochelle C. Dreyfuss, A Neofederalist Vision of TRIPS: The
Resilience of the International Intellectual Property Regime, 116-122 (Oxford: Oxford University
Press 2012).
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II. The Mixed Approach

For countries that take a mixed approach, determining which international meas-
ures have direct effect is not an easy task. The experience of the United States is
illustrative. The Supremacy Clause of the US Constitution specifies that
“Treaties . .. shall be the supreme Law of the Land; and the Judges in every State
shall be bound thereby.”> While that language implies that the Founders adopted a
monist approach, it was clear by the early nineteenth century that the clause would
not be interpreted that way. In an 1829 decision, Foster v. Neilson, Chief Justice
Marshall limited its monist effect, reasoning that “[a] treaty is in its nature a contract
between two nations, not a legislative act. It does not generally effect of itself, the
object to be accomplished, especially so far as its operation is infra-territorial; but is
carried into execution by the sovereign power of the respective parties to the
instrument.”

In that case, Chief Justice Marshall read the English language version of a land
grant treaty between the United States and Spain as contractual and held that it was
not self-executing. But as a subsequent case soon showed, Marshall’s analytic
approach was unpredictable. The Supreme Court encountered the same treaty four
years later, but this time it was presented with the equally authentic Spanish version.
In that case, the Court found the agreement to be self-executing.'”

This indeterminacy went on for many years. Typically, the treaties that reached
the Supreme Court were found to be self—executing.18 For example, in a 1940 case,
Bacardi v. Domenech,' Chief Justice Hughes held that a Puerto Rico statute
prohibiting use of certain trademarks was preempted by the national treatment
provision of the Inter-American Trademark Convention, which the Court con-
sidered self-executing. Following the Court’s lead, in its 1956 decision, Vanity Fair
v. Eaton, the Second Circuit held that the provision of the Paris Convention on
unfair competition was self-executing.*® But even though early Supreme Courts
tended to interpret international agreements as having direct effect, lower courts did
not understand the Court to have created a presumption in favor of self-execution.
For instance, in Robertson v. General Electric, a patent case, the Fourth Circuit
considered a provision of the instrument ending World War [ that extended the time

5 US Constitution, Art. VI.

27 U.S. 253, 254 (1829).

7" United States v. Percheman, 32 U.S. 51, 53 (1833).

See American Law Institute, Restatement (Fourth) Foreign Relations Law of the United States,
§ 310 (Philadelphia: ALI 2018; updated 2022) [hereinafter Restatement Foreign Relations Law],
Reporters’ Note 1.

311 US 150 (1940).

234 Fed. 633 (2d Cir. 1956); Paris Convention for the Protection of Industrial Property, July 14,
1967, 21 U.S.T. 1583, 828 U.N.T'S. 305, art. 10bis [hereinafter Paris Convention|.
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for acquiring a priority date under the Paris Convention. It found the provision was
not self-executing.™

To a degree, matters changed with the Supreme Court’s 2008 decision in
Medellin v. Texas,” where the Court established a framework that focused on the
instrument’s language and the events surrounding its adoption.”® The question in
that case was whether Texas was required to reexamine the conviction of a Mexican
gang member for rape and murder. The defendant contended the conviction was
defective because Texas had failed to notify Mexico of the defendant’s detention, as
required by the Vienna Convention on Consular Relations and by a decision of the
International Court of Justice (IC]) holding that the Convention was meant to
preempt a Texas procedural rule that barred further review.™

To decide if the Vienna Convention or the IC]J decision had direct effect, Chief
Justice Roberts began with the text of the agreement and looked for a “clear and
express statement” that it was binding on courts.* Because the agreement to submit
to the jurisdiction of the United Nations system used the phrase “undertakes to
comply,” he reasoned that the agreement did not function as a directive to the
judicial branch.?® Rather, it called upon other arms of government to take specific
actions.”” To shore up this view, Roberts considered the negotiation and drafting

728 and analyzed the structure of the agreement

history as “aids to . .. interpretation
as a whole. Under the UN Charter, a state aggrieved by noncompliance with an IC]J
decision has, as its sole remedy, referral to the UN Security Council. Since the
United States has a right to veto Security Council resolutions, the Justice reasoned it
must not be automatically bound by the ICJ decisions.* Furthermore, he con-
sidered that the principal purpose of the Charter was to resolve disputes between
governments, not to provide remedies to individuals like Medellin.>* He also noted
that in contrast to many of the agreements that have been found to be self-executing,

this treaty raised questions that were primarily political in nature.? Finally, he

2

32 F.2d 495 (4th Cir. 1929); Paris Convention, art. 4.

* 552 U.S. 491 (2008).

Id. at 514.

Vienna Convention on Consular Relations (Vienna Convention), Apr. 24, 1963, [1970] 21
US.T. 77, TLAS. No. 6820, art. 36; Case Concerning Avena and Other Mexican Nationals
(Mex. v. U.S.), 2004 L.CJ. 12 (Judgment of Mar. 31).

Medellin, 552 U.S. at 506-07 & s517.

In contrast, the Inter-American Convention at issue in Bacardi stated that the signatories “bind
themselves” to grant national treatment.

*7 Medellin, at 508.

Id. at 506-07.

9 Id. at 510 and 518.

3 Id. at 511.

Id. at 511 and 52122 (giving as examples the Treaty of Friendship, Navigation, and Commerce
with Serbia; the Treaty of Friendship, Commerce and Consular Rights with Germany; and the
UN Convention on the Recognition and Enforcement of Foreign Arbitral Awards). In a
concurring opinion, Justice Stevens added the UN Convention on the Law of the Sea, id.

at 533.

2

w

24

M
SNV
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expressed willingness to give the government’s own interpretation of the non-
binding nature of its obligations “great weight,”** suggested that the negotiators’
understanding of what the United States had agreed to was relevant,*® and noted that
the postratification behavior of other member states indicated that none of them
considered decisions of the IC] to be binding.3*

In the last decade, the American Law Institute (ALI) revised its Restatement of
Foreign Relations Law in light of Medellin and its progeny.?> Although Medellin
took a skeptical view of self-execution, and in remarks made out of court, Justice
Scalia voiced even more adverse views to what he termed allowing foreigners to
govern,® the ALI does not regard the United States as having moved into the dualist
camp. Rather, it recommends courts consider whether the “treaty provision is
sufficiently precise or obligatory to be suitable for direct application by the judiciary”
and whether it was “designed to have immediate effect, as opposed to contemplating
additional measures by the political branches.”?” Additionally, the ALI suggests that
courts should defer to Senate resolutions at the time when advice and consent were
given and that they should consider whether implementing legislation is constitu-
tionally required. Thus, treaties requiring the appropriation of money — which can
only be accomplished by Congress — would never be regarded as self-executing.3® In
Comments, the Restatement goes on to caution that self-execution is distinct from
the question whether the provisions of the treaty create rights and remedies.? That
is, once a provision is found to be self-executing, it remains necessary to decide
whether a litigant can obtain remediation for a violation of a commitment.

While not every state will follow the US analysis, it is not unlikely that states that
take a mixed (or even a largely monist) approach will consider a similar set of issues:
(1) the text of the agreement, including what it directs the parties to do and how
precisely it delineates the obligations imposed; (2) the structure of the agreement as
a whole, including whether it appears designed to have immediate effect and
whether it contemplates action by other entities; (3) the negotiation history, to the
extent it reveals the intentions of the parties; (4) the subject matter of the agreement
and the branch of government responsible for (or constitutionally charged with) its
oversight; (5) statements by the executive and legislative branches at the time the

2 Id. at 513.

3 Id. at 515.

3 Id. at 516.

3> Restatement Foreign Relations Law, supra note 18.

36 Norman Dorsen, The Relevance of Foreign Legal Materials in U.S. Constitutional Cases:
A Conversation between Justice Antonin Scalia and Justice Stephen Breyer, 3 Int'l |. Constit'l
L. 519, 522 (2005), https://doi.orgho.1093/icon/moio3z2. In general, the United States has
become increasingly hostile to the notion of self-executing international agreements, see
Grdinne de Brca, The European Court of Justice and the International Legal Order After
Kadi, 51 Harvard Int'l L.]. 1, 44—45 (2010) (describing the US debate).

37 Restatement Foreign Relations Law, supra note 18, § 310 (2)(a) & (b).

¥ 1d. § 310 (2) & (3); Comment f.

39 Id. Comment b.
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agreement was considered; and (6) the subsequent behavior of the other parties
regarding the effect of the agreement.

C. THE STATUS OF INTELLECTUAL PROPERTY AGREEMENTS

The framework discussed above will have little application to strictly dualist or
monist countries. But other nations will analyze international intellectual property
instruments and provisions within them to determine their applicability in individ-
ual cases. How that analysis plays out will depend on the agreement in question.

L. The TRIPS Agreement

Although there has been debate on the issue,* the WI'O Agreements are not
generally regarded as self-executing.# An examination of the TRIPS Agreement
shows why. The Agreement starts with the admonition that “Members shall give
effect to ... this Agreement.”* Although this language could have been inserted to
deal with dualist regimes,*® the provision goes on to state that members may provide
more extensive protection and can “determine the most appropriate method of
implementing the provisions.”* None of that language suggests that the parties
intended the provisions to have direct effect.

The structure of the Agreement is consistent with this conclusion. It includes
transition provisions for less and least developed countries, which appear designed to
give those countries space to enact legislation suitable to their needs.® It also
requires developed countries to provide technical and financial cooperation, includ-
ing “assistance in the preparation of laws and regulations on the protection and
enforcement of intellectual property.”*® Moreover, it instructs the Council for
TRIPS to “review the implementation of this Agreement.”” There is also nothing
in the negotiation history that suggests it is self-executing, and it is difficult to see
how certain provisions — such as measures that envision examination of advances to

# See, e.g, Elena A. Wilson Russia in the WTO: Will It Give Full Direct Effect to WTO Law?,
27 Pac. McGeorge Global Bus. & Dev. L.]., 325, 327 (2014), citing Peter Van den Bossche and
Wermer Zdouc, The Law and Policy of the World Trade Organization, 67-68 (3d ed.
Cambridge: Cambridge University Press 2013).

Mitsuo Matsushita et al., The World Trade Organization: Law, Practice, and Policy gq (2d ed.
Oxford: Oxford University Press 2006); de Btrca, supra note 1, at 698—99; Case C-149/96,
Portuguese  Republic v. Council of the European Union, ECLEEU:Ci996:461. 48
(CJEU 1996).

+ TRIPS Agreement, art. 1.1.

# See Restatement Foreign Relations Law, supra note 18, Reporters’ Note 1.

TRIPS Agreement, art. 1.1. The enforcement provisions also clearly contemplate national
implementation, see, e.g., arts. 41(5), 44-46.

# Id., arts. 65-66.

4 1d., art. 67.

7 1d., art. 71.

4
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determine their suitability for protection*® — could be effective without the legisla-
ture intervening to establish administrative agencies and procedures. Significantly,
at the time TRIPS went into force, virtually all countries enacted implementing
legislation. The United States even included in its implementation measure a
statement that “[n]o provision of any of the Uruguay Round Agreements, nor the
application of any such provision to any person or circumstance, that is inconsistent
with any law of the United States shall have effect.”+

II. The Paris Convention

The situation under the Paris Convention is not as clear as it is under TRIPS. In
part, that is because the language of the Paris Convention has changed over the
century and a half in which it has been in force, and in part, it is because each of the
provisions of the Convention uses different language. Thus, each must be analyzed
separately. For example, the provision on unfair competition reads: “The countries
of the Union are bound to assure to nationals of [other Union| countries effective
protection against unfair competition.”* The phrase “bound to assure” suggests a
binding commitment. Moreover, “effective” is the type of standard with which
courts are familiar. Furthermore, affording protection does not require the interven-
tion of an administrative agency. Similarly, the telle quelle provision states that
trademarks of one country “shall be accepted . .. as is in the other countries of the
Union.””" “Shall” implies immediate action. In contrast, the section on registration
provides that the conditions for filing and registering “shall be determined in each
country of the Union by its domestic legislation” and the well-known marks provi-
sion states that “[t|he countries of the Union undertake” to provide that protection.>
In both cases, it would appear up to the state to implement the provision.

As important, especially in countries that consider what the negotiators expected,
GHC Bodenhausen, then Director-General of the World Intellectual Property
Organization (WIPO), which administers the Paris Convention, produced a guide
to the Stockholm Revision of 1967.>3 In it, he acknowledged that some provisions are
addressed only to states and that others require national implementation.>* But there

B Id. arts. 15, 22, 25, & 27.

# Uruguay Round Agreements Act of 1994, § 102(a) Pub. L. 103465, 108 Stat. 4809 (1994); Panel
Report, United States-Sections 301-310 of the Trade Act of 1974, 7.72, WI/DS152/R (Dec. 22,
1999) (“Neither the GATT nor the WTO has so far been interpreted by GATT/WTO insti-
tutions as a legal order producing direct effect”).

Paris Convention, art. 10bis (emphasis added).

Id., art. 6quinquies A(1) (emphasis added).

> Id., art. 6 and art. 6bis (emphasis added).

>3 GHC Bodenhausen, Guide to the Application of the Paris Convention (BIRPI 1968).

Id. at10-11; 12-14.
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is a long list of provisions that, he noted, “may directly govern the situation at issue,”
depending on the position the relevant member state takes to self-execution.>
Interestingly, the measures listed are not always the ones that recommend them-
selves as self-executing. To be sure, Bodenhausen included the telle quelle provi-
sion. However, he also included the provisions on well-known marks and the
conditions of registration.>®

Courts in the United States have gone both ways on questions concerning the
direct effect of the Paris Convention.>” As noted earlier, in Vanity Fair, the Second
Circuit held that the unfair competition provision was self-executing (but did not
interpret the provision as providing the defendant with relief). Other courts dis-
agree.” For example, in In re Rath, the Federal Circuit denied direct effect to the
telle quelle provision, in a decision that suggested that it was the job of Congress to
implement the Paris Convention — and not the court’s role to fix congressional
failure to comply with international law.>

The Supreme Court has yet to weigh in on the domestic effect of the Paris
Convention, but a strong argument can be made that it is likely to agree with the
Federal Circuit. As Justice Scalia’s comments about foreign rule suggest, views on
self-execution have evolved and there is now considerably more skepticism about
giving agreements direct effect than there was when the Paris Convention was
promulgated and revised. Certainly, Medellin imposes a more stringent test than
the one the Second Circuit applied in Vanity Fair. Moreover, experience under the
Convention has demonstrated that the meaning of terms like “unfair competition”
and “well known” vary quite significantly among jurisdictions.®> Given these differ-
ences, the terms are not likely to be regarded as “sufficiently precise . . . to be suitable
for direct application by the judiciary,” as required by the Restatement Foreign

1

Relations Law.®

> Id. at 14.

56 1d. at 13,

°7 John B. Pegram Trademark Law Revision: Section 44, 78 Trademark Rep. 141, 158-162 (1988).
See, e.g., French Republic v. Saratoga Vichy Spring Co., 191 U.S. 427, 438 (1903). Courts
regarding Paris 10bis to be self-executing include General Motors Corp. v. Ignacio Lopez de
Arriortua, 948 F. Supp. 684 (E.D. Mich. 1996) and Laboratories Roldan C. por A. v. Tex Int’],
9oz F. Supp. 1555, 1568 (S.D. Fla. 1995).

59 402 F 3d 1207, 1210 (Fed. Cir. 2005) (“The majority of other Courts of Appeals that have
considered the issue have also held that the Paris Convention is not self-executing.”) & 1211.
Ansgar Ohly, Unfair Competition, Basic Principles, in Jiirgen Basedow, Klaus J. Hopt,
Reinhard Zimmermann and Andreas Stier (eds.), The Max Planck Encyclopedia of European
Private Law (Oxford: Oxford University Press 2012) (noting major differences in unfair compe-
tition laws). For differences in the approach to well-known marks, compare McDonalds Corp.
v. Joburgers Drive-Inn Restaurant, 1997 (1) SA 1 (Supreme Court of South Africa 1996) and
Grupo Gigante y. Dallo & Co., Inc., 391 F.3d 1088 (g9th Cir. 2004).

Restatement Foreign Relations Law, supra note 18, § 310(2)(a).
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III. The Berne Convention

In the United States, the analysis of the Berne Convention is very different. The
United States did not join Berne when it was first promulgated in the nineteenth
century. By 1986, when it acceded, doubts about self-execution had grown (perhaps
especially for an instrument closely associated with the droit d’auteur approach to
protection with which the United States disagreed). Accordingly, in its implementa-
tion Act, Congress provided that “[t|he Convention for the Protection of Literary
and Artistic Works, signed at Berne, Switzerland, on September ¢, 1886, and all acts,
protocols, and revisions thereto . . . are not self-executing under the Constitution and
laws of the United States.”® Thus, there are no US courts that have given direct
effect to any provision of the Berne Convention.

For countries that do not have the clear guidance provided by the US Congress, the
Berne Convention may be more easily considered self-executing than Paris. Because
it eliminates formalities, there is no need for administrative support.®> Moreover, the
extension of protection to certain nationals of non-Berne Union countries suggests
that at least some negotiators viewed authorial rights as natural, universal norms.*
Nonetheless, like the Paris Convention, the Berne provisions read differently from one
another and thus require a measure-by-measure analysis. For example, the provision
on moral rights states that “[ijndependently of the author’s economic rights, ... the
author shall have the right to claim authorship of the work and to object to any
distortion, mutilation or other modification of, or other derogatory action in relation
to, the said work, which would be prejudicial to his honor or reputation.”® (Again, a
hint that human rights are at stake). But a provision on unauthorized uses provides
that “[i]t shall be a matter for legislation in the countries of the Union to permit the
reproduction . .. of articles . . . on current economic, political or religious topic . . .06
Some provisions, such as the one on rebroadcast rights, are extremely specific and
provide enough detail for judges to apply; others, such as the measure on adaptation,
are fairly abstract.®” As the German case about the Technical Information Library
Hanover suggests, the threestep exceptions test is particularly difficult to parse. It
leaves it to the legislation of each country to decide on exceptions, but specifies the
limits of those exceptions in a way that lends itself to judicial action.®®

Berne Convention Implementation Act of 1988, § 2(1), Pub. L. No. 100-568, 102
Stat. 2853 (1988).

Berne Convention, art. 5(2).

b4 Id., art. 3(1)(b); Peter Baldwin, The Copyright Wars: Three Centuries of Trans-Atlantic Battle
(Princeton University Press, 2014); Neil Weinstock Netanel, Asserting Copyright’s Democratic
Principles in the Global Arena, 51 Vand. L. Rev. 217 (1998).

Id., art. 6bis(1) (emphasis added).

Id., art. 10bis(1) (emphasis added). In contrast, art. 10(1) on quotation provides “It shall be
permissible. .. .”

7 Id., arts.u1bis(1) and 12.

8 Id., art. 9(2)
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Additionally, the rapid changes in technologies relevant to the use of copyrighted
works can make direct judicial implementation of much of the Berne Convention
extremely difficult. For example, the Convention uses the term “communication to
the public” multiple times.*® Judges confronted with new technologies have had a
hard a time parsing that phrase even when interpreting their own domestic law.” It
is not insignificant that after the TRIPS Agreement essentially incorporated the
Berne Convention with few updates, several new technology-related multinational
agreements were adopted.”

IV. Free Trade Agreements

Many recent trade agreements include chapters that impose so-called TRIPS-plus
obligations. These instruments arguably stand on a different footing from the TRIPS
Agreement itself. To a large extent, they are directly aimed at clarifying ambiguities
and open issues in TRIPS. Therefore, they tend to be extremely precise. For
example, the TRIPS Agreement requires countries to protect data that is submitted
for the clearance of pharmaceutical products for marketing purposes. The measure
uses the terms “new chemical entities,” “considerable effort,” and “unfair commer-
cial use,” none of which are defined.” In addition, the provision fails to say how
clearances based on approvals elsewhere should be treated. In contrast, many FTAs
either omit these terms or define them. For example, the agreement between the
United States and the Dominican Republic and Central America (CAFTA) elimin-
ates the term “considerable effort,” and instead of “unfair commercial use” it
imposes a requirement of five years of exclusivity. It deals with the issue of foreign
approval by requiring each country to accord its own five years of protection,
irrespective of its basis for allowing a pharmaceutical to be marketed.”

Other examples abound. The TRIPS provision requiring patent protection for
advances that involve an “inventive step” does not define that term, other than to say
it is equivalent to “non-obvious.””* This has led to considerable controversy over
whether new uses of old materials can be excluded from patentability. The agree-
ment between the United States and Korea (KORUS) clears up that point by

9 Id., arts. 10bis, 11, 11bis, 11ter, 14, and 14bis.

E.g., Am. Broad. Companies, Inc. v. Aereo, Inc., 573 U.S. 431 (2014); Cases C 160/15, GS
Media BV v. Sanoma Media Netherlands BV, ECLI:EU:C:2016:644 (CJEU 2016).

Marrakesh Treaty to Facilitate Access to Published Works for Persons Who Are Blind, Visually
Impaired or Otherwise Print Disabled, June 27, 2013, http://www.wipo.int/wipolex/en/details

70

Jjsp?id=13109; Beijing Treaty on Audiovisual Performance, June 4, 2012, 51 LL.M. 1214; WIPO
Copyright Treaty (WCT), Dec. 20, 1996, 2186 U.N.T.S. 121; WIPO Performances and
Phonograms Treaty (WPPT), Dec. 20, 1996, 2186 U.N.T.S. 203.

7 'TRIPS, art. 39.3.

73 United States—Central America—Dominican Republic Free Trade Agreement, U.S—~CAFTA-
DR, Jan. 28, 2004, 43 ..M. 514 (2004), art. 15:10.

7+ 'TRIPS, art. 27(1) and note 5.

w
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requiring “that patents shall be available for any new uses or methods of using a
known product.””” As noted earlier, the Paris Convention and the TRIPS
Agreement leave the meaning of a “well known” mark unclear; the
Comprehensive and  Progressive  Agreement for Trans-Pacific Partnership
(CPTPP) references WIPO'’s Joint Recommendation on Well Known Marks, which
provides a detailed definition and expands trademark rights to include dilution
protection.”® As a textual and structural matter, these measures are therefore capable
of having direct effect in all but the most dualist jurisdictions.

Admittedly, FTAs also contain language that suggests that implementation is
required. For example, the intellectual property chapter of CAFTA and KORUS
both state that “[eJach Party shall, at a minimum, give effect to this Chapter.”””
Similarly, the CPTPP provides that “[e]ach Party shall give effect to the provisions of
this Chapter.””® That language suggests that legislative action is contemplated.
However, the United States has developed an alternative to self-execution that
may be equally effective at ensuring that the measures in an agreed instrument will
be binding in the parties’ courts. That is, the United States chooses partners that it
believes will implement the agreement, monitors how they plan to implement the
agreement, and takes unilateral action when implementation fails to meet its
expectations.”?

More important, the United States sometimes conditions its own implementation
on a trading partner’s demonstration that it has already implemented the agreement
to its satisfaction. For example, the US Act implementing CAFTA provides that: “At
such time as the President determines that countries listed . . . have taken measures
necessary to comply with the provisions of the Agreement that are to take effect on
the date on which the Agreement enters into force, the President is authorized to
provide for the Agreement to enter into force with respect to those countries.”®® As

7

v

Free Trade Agreement between the United States of America and the Republic of Korea, U.S.—
S. Kor,, June 30, 2007-Feb. 21, 2012, art. 18.8(1).

Comprehensive and Progressive Agreement for Trans-Pacific Partnership, (Mar. 8, 2018),
art. 18.22(3), https:/Awww.mfat.govt.nz/en/trade/free-trade-agreements/free-trade-agreements-con

~1
=

cluded-but-not-in-force/cptpp/comprehensive-and-progressive-agreement-for-trans-pacific-part
nership-text/; Recommendation Concerning Provisions on the Protection of Well-Known
Marks [hereinafter Joint Recommendation|, WIPO and Assembly of the Paris Union for the
Protection of Industrial Property, Sept. 29, 1999, 883(E), http://www.wipo.int/edocs/pubdocs/
en/marks/833/pub833.pdf.
77 CAFTA, art. 15.1.1.; KORUS, art. 18.1(1).
78 CPTPP, art. 18 .
79 C. O'Neal Taylor, Regionalism: the Second-Best Option?, 8 St. Louis U. Pub. L. Rev. 155
(2008). See also Office of the United States Trade Representative, Special 301 Reports, https://
ustr.gov/issue-areas/intellectual-property/Special-301; Congressional Research Service, The
U.S.~South Korea Free Trade Agreement (KORUS FTA): Provisions and Implementation
(2014), https://fas.org/sgp/crs/row/RL34330.pdf.
Dominican Republic-Central America—United States Free Trade Agreement Implementation
Act, Pub. L. 109-53, 19 Stat. 462, 109th Congress (2005), § 101(b). Similar provisions can be
found in US FTAs with Chile, Oman, Singapore, and Bahrain. See generally, David Vivas-

8o
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Carlos Correa notes, the “certification” process entailed in making this determin-
ation not only ensures that right holders can seek relief in national courts but often
also requires the other country to enact legislation that goes beyond the require-
ments of the agreement. In some cases, certification has led countries to provide
right holders with more protection than is available to them under US law.™

D. NORMATIVE ASSESSMENT

As the previous part demonstrated, it is rare for states to consider the provisions of
international intellectual property agreements to have direct effect. For the most
part, they are minimum-standard regimes and afford member states leeway to
implement the obligations in ways compatible with their own legal systems. But
the international community is faced with many new challenges. Moreover, some
sectors have expressed an appetite for further harmonization.** Tt is therefore worth
asking whether the global regime would benefit if future instruments were more
often regarded as self-executing. Presumably, that would entail drafting measures
that meet the standards of precision, clarity, and ease of application that most
countries appear to require and that balance relevant interests in ways that potential
members are willing to accept.

A case can certainly be made for this approach. It would be especially helpful to
developing countries. Rather than work through all the complexities entailed in
crafting exclusive rights regimes, those countries could simply adopt the systems
constructed by their more experienced treaty partners. Moreover, pre-commitment
may be especially attractive for intellectual property. Because these rights purport to
promise long-term benefits at the expense of short-term costs, it might be difficult for
poor countries to implement laws that may, over time, encourage local innovation,
improve productivity, increase income, and yield social welfare gains, but which
require the voting public to endure immediate sacrifices in the form of higher prices
and reduced access.” Indeed, these considerations may be among the reasons why
the Bacardi Court was persuaded that the Inter-American T'rademark Convention —
which involved the United States, Peru, Paraguay, Panama, Honduras, Haiti,
Guatemala, Cuba, and Colombia — was self-executing.

Eugui and Johanna von Braun, Beyond FTA Negotiations — Implementing the New Generation
of Intellectual Property Obligations, ICTSD/UNCTAD/CINPE (2006).

Carlos M. Correa, Mitigating the Regulatory Constraints Imposed by Intellectual Property
Rules under Free Trade Agreements, 6-8 (South Centre 2017), https://www.southcentre.int/
wp-content/uploads/2017/02/RP74_Mitigating-the-Regulatory-Constraints-Imposed-by-
[ntellectual-Property-Rules-under-Free-Trade-Agreements_EN-1.pdf.

See, e.g., Jerome H. Reichman and Rochelle Cooper Dreyfuss, Harmonization Without
Consensus: Critical Reflections on Drafting a Substantive Patent Law Treaty, 57 Duke L.J.
85 (2007).

Cf. India-Pharmaceuticals Report, supra note 12 (noting India’s difficulty in enacting a rule
complying with TRIPS, art. 65(4)).
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Self-execution can also be to the advantage of developed countries. It ensures that
they receive the benefits they expect from the trade-offs made during the negotiation
process. For example, in the Uruguay Round, developed countries understood that
if they opened their markets to imports, the manufacture of knowledge-intensive
products would move to countries with lower labor costs. In exchange, they sought
to capture returns on the innovations embedded in these products with stronger
intellectual property protection.* Self-execution is also a direct way to overcome the
problems of territorially limited rights. Harmonizing the level of protection available
worldwide facilitates cross-border research, value chain production, and inter-
national distribution of creative products.®> Furthermore, it enhances the incentives
available to creators and aggregates the demand for products that appeal to small
segments of dispersed populations. As concerns about developing and delivering
vaccines and treatments to deal with COVID-19 have shown, nations are deeply
interconnected, which makes an international approach highly desirable.

To be sure, negotiators may find that they must use some indefinite terms or
measures in order to leave room for future developments. But even here, there are
advantages. The dialogue generated when multiple courts consider the same open
question is what US proceduralists call “percolation.” They view this process as a
useful way to arrive at the best approach.®® An example is the way in which Australia
learned from US decisions on patenting products and phenomena of nature: it
considered US caselaw and improved on it.% Or, as Christine Farley noted in
connection with the “unfair competition” provision of the Inter-American
Trademark Convention, the competing views of a multiplicity of courts might have
led to a more refined understanding of what that cause of action ought to protect.*®

Perhaps the best way to convince countries to regard intellectual property agree-
ments as self-executing is to argue that creators enjoy a fundamental right to control
their intellectual efforts; that because these individual rights should not be subject to

84 See Rochelle Dreyfuss and Jerome Reichman, WIPO’s Role in Procedural and Substantive
Patent Law Harmonization, in Sam Ricketson (ed.), Research Handbook on the World
Intellectual Property Organization: The First so Years and Beyond 106 (Cheltenham: Edward
Elgar 2020).

Cf. Council Directive (EU) 2016/943 of 8 June 2016 on the protection of undisclosed know-
how and business information (trade secrets) against their unlawful acquisition, use and
disclosure, Preamble [2016] O] Lig7A.

86 See, e.g., Diane P. Wood, Keynote Address: Is It Time to Abolish the Federal Circuit’s
Exclusive Jurisdiction in Patent Cases?, 13 Chi.-Kent |. Intell. Prop. 1 (2013); Craig Allen
Nard and John F. Duffy, Rethinking Patent Law’s Uniformity Principle, 101 Nw. U. L. Rev.
1619 (2007); Rochelle Cooper Dreyfuss, The Federal Circuit: A Case Study in Specialized
Courts, 64 N.Y.U. L. Rev. 1 (1989).

Rochelle Cooper Dreyluss, Jane Nielsen and Dianne Nicol Patenting Nature — A Comparative
Perspective, 5 |. L. & Biosciences 550 (2018), https://doi.org/10.1093/jlb/lsyoz1.

Christine Farley, Unravelling Unfair Competition Law’s Misunderstood Development
(forthcoming).
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majority rule, they must have direct effect.®> The categorization of intellectual
property as fundamental is supported by several human rights conventions. For
example, the Universal Declaration of Human Rights provides that “[e]veryone
has the right to the protection of the moral and material interests resulting from
any scientific, literary or artistic production of which he is the author.”® And as
Laurence Helfer observed, the European Court of Human Rights characterizes
exclusive rights as property and protects certain aspects under the European

91

Convention on Human Rights.”" Significantly, we saw a flavor of that approach in
the Berne Convention’s extension of protection to certain authors in non-Berne
countries and in its moral rights provision.

One problem is that there are other values — including free expression, health,
and the “right freely to participate in the cultural life of the community, to enjoy the
arts and to share in scientific advancement” — that are also regarded as fundamen-
tal.”* Since these values clash, they have been the subject of intense academic,
legislative, and judicial debate. Plausibly, however, balancing them should also be
handled at the international level. In fact, that may have been the thinking of the
German court when it gave the Berne Convention’s three-step exceptions provision
direct effect in the Hanover library case. And this may also be a reason why the
United Nations appointed a Special Rapporteur in the field of cultural rights to
submit a report on how fundamental values regarding intellectual property should
be balanced.”? Among other things, she noted that protection for authors does not
necessarily require the recognition of exclusive rights.%*

That said, it would be difficult to persuade most countries that intellectual
property agreements should have direct effect on the ground that they protect
human rights. There is disagreement as to whether intellectual property rights are

89 United States v. Carolene Prod. Co., 304 U.S. 144, 152 n.4 (1938).

9° Universal Declaration of Human Rights, G.A. Res. 217, UN. GAOR, 3d Sess., U.N. Doc. A/810
(1948)(UDHR), art. 27(2). See also International Covenant on Economic, Social and Cultural
Rights, Jan. 3, 1973, 993 U.N.T.S. 171 (ICESCR), art. 15(c); Charter of Fundamental Rights of
the European Union, 2012/C326/02, art. 17.

Laurence Helfer, The New Innovation Frontier? Intellectual Property and the Furopean Court
of Human Rights, 49 Harv. Int'l L. ]. 1 (2008), giving the example of Anheuser-Busch Inc. v.
Portugal, App. No. 73049/01, 44 Eur. HR. Rep. 42 [846], 855-56855-56 (Chamber 2007)
(judgment of Oct. 11, 2005), which held that registered trademarks are protected by art. 1 of
the Protocol to the European Convention for the Protection of Human Rights and
Fundamental Freedoms, Nov. 4, 1950, 213 UN.T'S. 222.

92 UDHR, art. 27(2) and ICESCR art. 1(a) & (b). See also UDHR art. 19, ECHR art. 10; Charter
of Fundamental Rights art. 11; and US Constit. Amend. I (free expression); UDHR art. 25 and
ICESCR, art. 12 (health).

Farida Shaheed, Report of the Special Rapporteur in the Field of Cultural Rights, Copyright
Policy and the Right to Science and Culture, A/JHRC/28/57 (Dec. 24, 2014); Farida Shaheed,
Report of the Special Rapporteur in the Field of Cultural Rights, The Right to Enjoy the
Benefits of Scientific Progress and Its Applications, AVHRC/20/26 (May 14, 2012).

Shaheed, Copyright Policy, supra note 93, at 49.
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human rights.”” Even if every country were to decide that some are, countries may
not agree on which of those rights are fundamental or on how to strike the
appropriate balance among them.?® Thus, there are some countries in which free
expression trumps moral rights, or patent protection gives way to health concerns, or
privacy interests alter remedies for infringement.”” Because countries see these
values as situated at the core of their national identities, there is little likelihood
that they would regard a regime that takes a different view as self-executing. To see
the point, consider the evolution in the United States from the Supremacy Clause,
to Foster, Medellin, and Scalia’s concern about rule by foreigners. According to
Grdinne de Burca, that development was repeated in the European Union as it
matured. It began with monist impulses, but what emerged over time (in the same
year as in Medellin) was Kadi®® and the rejection of Security Council resolutions on
the ground that they violated EU norms.””

To be sure, self-execution can also be justified on the ground that it promotes
global innovation. Seen that way, deep harmonization, which for many of the
reasons expressed above is unlikely to lead to self-execution, is not necessary.
Rather, if direct effect is desired, negotiators could concentrate on measures crucial
to coordinating the worldwide intellectual property system to facilitate collaborative
research and worldwide transactions. Nations could then retain flexibility in other
spheres to further their own interests and values.

9 The United States, for example, authorizes Congress to create patents and copyrights but it is
not required to do so, U.S. Constit. Art. 1, § 8. Cf. Allen v. Cooper, 140 S. Ct. 994, 1008 (2020)
(Thomas J., concurring) (“I believe the question whether copyrights are property within the
original meaning of the Fourteenth Amendment’s Due Process Clause remains open.”); Oil
States Energy Services, LLC v. Greene’s Energy Group, LLC, 138 S. Ct. 1365, 1375 (2018). In
addition, the US does not tend to give direct effect to human rights agreements. Thus, the
Senate often makes non-self-execution a condition for entering such agreement, see U.S.
reservations, declarations, and understandings, International Convention on the Elimination
of All Forms of Racial Discrimination, 140 Cong. Rec. 14,326 (1994); U.S. reservations,
declarations, and understandings, International Covenant on Civil and Political Rights, 138
Cong. Rec. 8070-8071 (1992); U.S. reservations, declarations, and understandings, Convention
Against Torture and Other Cruel, Inhuman or Degrading Treatment or Punishment, 136
Cong. Rec. 36, 198-36, 199 (1990); Restatement Foreign Relations Law, supra note 18, § 310,
Reporters” Note g.

9 Tronically, Berne’s formulation of the three-step test was an attempt to accommodate a broad
range of conflicting approaches, see Senftleben, supra note 1, at 40.

97 See, e.g., Shyamkrishna Balganesh, Copyright and Free Expression: Analyzing the
Convergence of Conflicting Normative Frameworks, 4 Chi.-Kent ]. Intell. Prop. 45 (2004);
James Thuo Gathii, Rights, Patents, Markets and the Global AIDS Pandemic, 14 Fla. . Int'l L.
261 (2002); compare Google Inc. v. Equustek Solutions Inc., [2017] 1 SCR 824 (Supreme Court
of Canada) with Google LLC v. Equustek Solutions Inc., 2017 WL 5000834 (N.D. Cal. Nov. 2,
2017). See also L'Oréal SA v. eBay Intl AG, Case C-324/09, ECLI:EU:C:2011:474 (CJEU
Grand Chamber 2011); Pro Swing Inc. v. Elta Golf Inc., 2006 SCC 52, [2006] 2 SCR 612
(Supreme Court of Canada).

9% Joined Cases C-402 & 415/05P, Kadi & Al Barakaat Int'l Found. v. Council & Comm’n, ECLI:
EU:C:2008:461 (CJEU 2008).

99 De Burca, supra note 36.
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But even in this rather limited domain, there are forceful arguments against self-
execution. As the structure of existing instruments suggests, a careful weighing of
values and accurate identification of measures crucial to integration are unlikely to
occur during multilateral treaty negotiations. For the most part, these agreements
recognize the interests of right holders and, as interpreted by the WTO, leave
members with little room to protect other values.'”® Many of these agreements are
negotiated in secret; that negotiators consistently ignore recommendations to add
user rights to these instruments suggests that public choice theorists are correct."™
Because right holders are better organized and funded, their demands overwhelm
the dispersed interests of the public. Opportunity at the implementation stage for
democratic engagement concerning the substantive level of protection accorded
right holders is therefore critical. For intellectual property, accountability is particu-
larly important, because infringement is largely self-policing — and as Jessica Litman
succinctly stated, “[pJeople don’t obey laws that they don’t believe in.”***

Self-execution is also problematic because countries are in very different positions
economically, culturally, and technologically. TRIPS was sold on the claim that
stronger protection would push developing countries to the creative frontier.
However, over twenty-five years of experience has demonstrated that this was true
only for some countries. For the rest, TRIPS — even as locally implemented — is
proving to be an obstacle to development.’*® There are likewise differences among
developed countries. Fach nation’s legal regime reflects its own industrial needs and
creative requirements. As Susy Frankel argued, the preferences of small economies
can diverge from those of larger markets."* In addition, intellectual property laws
are part of complex legal systems that differ greatly from one country to another. For
example, some states use antitrust law to cabin overreaching by intellectual property
owners."” Others may safeguard competition in their intellectual property laws.
Similarly, the availability of discovery (i.e. legal procedures to obtain information
from adversaries and other parties) can shape both patent and trade secrecy law.
Tailoring may therefore be unavoidable.

Self-execution is also hazardous because needs change over time and inter-
national lawmaking is not as responsive as domestic courts and legislatures. Nor

° See, e.g, US-10(5) Report, supra note 12; Panel Report, Canada—Patent Protection of
Pharmaceutical Products, WI/DS114/R (March 17, 2000).

! Dinwoodie and Dreyfuss, supra note 14, at 145 & 198—201.

'°* Jessica Litman, Copyright Noncompliance (or Why We Can’t “Just Say Yes” to Licensing), 29
N.Y.U.]. Intl L. & Pol. 237, 239 (1997).

'3 Rochelle C. Dreyfuss and César Rodriguez-Garavito (eds.) Balancing Wealth and Health: The
Battle Over Intellectual Property and Access to Medicines in Latin America (Oxford University
Press, 2014).

' Susy Frankel, Test Tubes for Global Intellectual Property Issues (Cambridge University Press,
2015).

%5 Joined Cases C-241/91P and C-242/91P Telefis Eireann and Independent Television
Publications Ltd v. Commission of the European Communities (Magill), ECLLEU:

C1995:98 (1995).
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have international negotiators always demonstrated the foresight to deal with con-
tingencies. The original version of the compulsory licensing provision in TRIPS is
illustrative.**® Despite the existence of countries that lag far behind others techno-
logically, the Agreement initially failed to account for the possibility that particular
nations may lack the capacity to manufacture pharmaceuticals and would therefore
be unable to make use of the flexibility to award compulsory licenses to protect
public health.7 It took more than five years for the WTO to recognize the problem
and another four years to solve it.**® Tn order to reach agreement to allow one
country to manufacture for another, some members opted out as potential import-
ers — a decision that, in light of COVID-19, may prove to have tragic conse-
quences.'” Finally, changes in technologies can require adaptations in the law.
Even when negotiators manage to react in a timely fashion, making new law at the
international level may not be as successful as allowing states to experiment first. As
Graeme Dinwoodie pointed out, WIPO’s solution to the digital distribution of
copyrighted words was not a great success."®

E. ALTERNATIVE APPROACHES

Even if promoting self-execution is not normatively desirable (or practicable), there
are ways to fulfill the goal of coordinating the international intellectual property
system. One approach comes courtesy of Chief Justice Marshall, who, prior to
Foster, had stressed the role of statutory interpretation. Thus, in Murray v. The
Schooner Charming Betsy, he opined that “an act of Congress ought never to be

7111

construed to violate the law of nations if any other possible construction remains.
Because intellectual property is largely statutory even in common law countries,

every nation with a doctrine akin to Charming Betsy gives judges considerable scope

to fulfil its commitments."*

196 TRIPS, art. 31.

7 TRIPS, art. 31(f) (allowing compulsory licenses only to “predominantly supply the domestic
market” of the member issuing the license. The WTO announced an intent to change that
result in 2001, but it took four years for TRIPS art. 31bis to come into force.

1% World Trade Organization, Ministerial Declaration of 14 November 2001, 4—5, WTO Doc.
WT/MIN(o1)/DECA, 41 LLM. 746 (2002) [hereinafter Doha Declaration]; WTO,
Implementation of Paragraph 11 of the General Council Decision of 30 Aug. 2003 on the
Implementation of Paragraph 6 of the Doha Declaration on the TRIPS Agreement and Public
Health, Dec. 6, 2005, IP/C/41, available at http://www.wto.org/english/news_e/newsos_e/trips_
decision_e.doc [hereinafter Implementation Decision].

'°9 Implementation Decision, supra note 108, Annex, art. 1(b) (“It is noted that some Members will
not use the system as importing Members”).

" Graeme B. Dinwoodie, The WIPO Copyright Treaty: A Transition to the Future of
International Copyright Lawmaking?, 57 Case W. Res. L. Rev. 751 (2007).

"6 U.S. 64, 18 (1804).

"# The UK has had a similar principle, R v. Secretary of State for Home Office, ex. p. Brind [1991]
1 AC 696, 747-8 (“it is already well settled that, in construing any provision in domestic
legislation which is ambiguous in the sense that it is capable of a meaning which either

https://doi.org/10.1017/9781009071338.016 Published online by Cambridge University Press


http://www.wto.org/english/news_e/news05_e/trips_decision_e.doc
http://www.wto.org/english/news_e/news05_e/trips_decision_e.doc
http://www.wto.org/english/news_e/news05_e/trips_decision_e.doc
http://www.wto.org/english/news_e/news05_e/trips_decision_e.doc
http://www.wto.org/english/news_e/news05_e/trips_decision_e.doc
https://doi.org/10.1017/9781009071338.016

Self-Executing International Intellectual Property Obligations? 331

It is, however, questionable whether Charming Betsy remains good law, at least in
the United States. While the doctrine allows judges to adhere to international law
and yet tailor the domestic regime to local conditions, the outcome is much like self-
execution in that it permits the legislature to avoid accountability. It is thus not
surprising that when the Federal Circuit in Rath refused to give direct effect to the
telle quelle provision of the Paris Convention, it also declined to rely on Charming
Betsy."? Significantly, the Supreme Court has occasionally ignored the doctrine.”*
And then-Judge (now Supreme Court Justice) Kavanaugh has suggested that the
doctrine did not survive Medellin."

Megaregional agreements offer a somewhat different path to coordination. One
reason that many countries may have balked at according direct effect to the WT'O
Agreement is that the parties did not have an equal voice in the Uruguay Round. As
Susan Sell tells the story of TRIPS, twelve US-based multinational corporations held
enormous sway over the US delegation, which pursued a divide-and-conquer
strategy to undermine the leverage developing countries were mustering to counter-
balance US demands."® Free trade agreements can be equally problematic.
Although there are often fewer parties, one party may have considerable control
over the others."” But megaregionals can present a sweet spot. The CPTPP is an
example. The negotiating parties included developing countries, emerging econ-
omies, and a few that were highly developed. Among the latter, some enjoyed large
internal markets; others relied heavy on import and export. Because the group was
relatively small, the negotiating dynamics allowed the parties to identify positions
that were true compromises (as the leaked texts suggest, this was particularly true
after the United States withdrew from what had been the TPP). The final agreement
includes TRIPS-plus provisions. Nonetheless, it is better balanced than the deman-
deurs of strong protection wanted or that many observers expected."® Even though
megaregionals still require implementation, it may be easier to convince parties to

conforms to or conflicts with the Convention, the courts will presume that Parliament
intended to legislate in conformity with the Convention, not in conflict with it”); (SG) v.
Secretary of State for Work and Pensions [2015] UKSC 16. For the EU’s comparable approach,
see de Burca, supra note 1, at 707-708.

'3 Rath, 402 F.3d at 1211 (Dyk, J). See also id. at 1220 (Bryson, J., concurring and showing how
international and national laws could be interpreted to reach the same result).

"+ See, e.g., Quality King Distributors, Inc. v. L’Anza Research International, Inc., 523 U.S. 135.
153-54 (1998) (dismissing the doctrine as “irrelevant”). But see Golan v. Holder, 565 U.S. 302,
320 (2012), where the Court read the Copyright Clause “to permit full U.S. compliance
with Berne.”

"> Bihani y. Obama, 619 F.3d 1, 32-33 (D.C. Cir. 2010) (Kavanaugh, J.).

16 Susan Sell, Private Power, Public Law: The Globalization of Intellectual Property Rights g6-104
(Cambridge University Press, 2003); Gathii, supra note g7 at 326; Dreyfuss and Reichman,
supra note 84 (similar breakdown in patent negotiations at WIPO).

"7 See, e.g., Peter K. Yu, Currents and Crosscurrents in the International Intellectual Property
Regime, 38 Loy. L.A. L. Rev. 323 (2004); Dreyfuss and Rodriguez, supra note 103.

"8 Rochelle Cooper Dreyfuss, Harmonization: Top Down, Bottom Up — And Now Sideways?
The Impact of the IP Provisions of Megaregional Agreements on Third Party States, in
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execute their obligations in an agreement produced though genuine give-and-take
than one based on asymmetric bargaining power."? Certainly, negotiators who know
one another well are more able to anticipate the domestic reception of their
agreements and can avoid including provisions that will not be implemented by
one or more of the other parties.

Another possibility is to adapt the certification procedure we saw in connection
with the CAFTA Agreement. That process, too, was asymmetric in that, as Correa
noted, the United States used its clout to require of its trading partners more than it
required of itself. However, one can imagine a system of reciprocal certification,
where each party proposes implementing measures it believes will be acceptable to
its legislature and then submits them for the approval of the other parties, with final
implementation conditioned on joint approval. Although such a procedure is
cumbersome, it might force the parties to focus harder on provisions that are
necessary for coordination, rather than on demands that serve only the interests of
right holders. The process would also help negotiators appreciate the problems that
other parties face, such as inadequate competition laws or public health concerns.

Although top-down mandates through international agreement are one way to
integrate legal regimes, it is also possible to coordinate from the bottom up, through
the efforts of regulatory authorities and adjudicators. As Anne-Marie Slaughter and
others have noted, in many fields, transnational networks of government officials
have cooperated to produce effective solutions to jointly held problems.” Examples
include the Basel Committee on Banking Supervision, the International
Organization of Securities Commissions, and the International Competition
Network.” For patent law, efforts along these lines have been underway for some
time."” In 1983, the United States Patent and Trademark Office, the European
Patent Office, and the Japan Patent Office created the Trilateral “to contribute to an
increasingly efficient worldwide patent system.”*? Joined by the Korean Intellectual
Property Office and the National Intellectual Property Administration in China, the
system now operates as IP5."* Much of its work is directed at improving the quality
and speed of examination. However, the group also maintains lists of differing

Benedict Kingsbury et al. (eds.), Megaregulation Contested 346 (Oxford University Press,
2019).

"9 See, e.g., Noah E. Friedkin and Eugene C. Johnsen, Social Influence Network Theory:
A Sociological Examination of Small Group Dynamics (Cambridge University Press, 2o11).

2% Anne-Marie Slaughter, A New World Order (Princeton University Press, 2004); Kal Raustiala,
The Architecture of International Cooperation: Transgovernmental Networks and the Future
of International Law, 43 Va. |. Int'l L. 1 (2002).

'*! Pierre-Hugues Verdier, Transnational Regulatory Networks and Their Limits, 34 Yale J. Int'l L.
113 (2009).

*2 Todd Mattingly, Constance Gall Rhebergen, Michael R. Samardzija and Michael F. Hay, Still
Under Construction: The Patent Prosecution Highway and the Triway: Are These the Roads to
a World Patent Office?, 20 Intell. Prop. & Tech. L.]. 23 (2008).

%3 Trilateral, About Us, https://www.trilateral.net/about.

#* FivelPOfhces, https://www.fiveipothices.org/index.
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practices, categorized by whether the difference is attributable to office traditions,
judicial decisions, or legislation.”® While rule by administrative agency carries its
own democracy deficit,"*®
obligations. However, where coordination is hampered by the participants’ own
examination practices rather than legal obligation, IPs can effectuate immediate
change. Moreover, because these offices cater to right holders but exist, at least in
theory, to protect the public domain, the group should be in a position to provide

[P5 has no authority to create law or international

impartial advice to governments on how to change domestic laws in ways that
improve global integration.

Judicial participation in this effort is more recent. At one time, the territoriality of
intellectual property rights led courts to entertain multinational cases on a jurisdic-
tion-by-jurisdiction basis.”®” But as the costs of piecemeal adjudication increased,
judges began to consider the full geographic scope of these disputes and to develop
tools for coordinating differing domestic legal regimes. The main approach is
through private international law: rules that identify which court is most appropriate
to hear a particular case and that determine the applicable law.” If sufficiently
predictable, these rules allow the participants in multinational transactions to
conform their conduct to the relevant law; if sufficiently supple, they allow countries
to further their national interests and values effectively. Of course, to avoid over- or
under-regulation, the rules themselves must be coordinated.” The ALI, the Max
Planck Institute, groups in Asia, and the International Law Association have encour-
aged that effort, with recommendations on how courts should handle jurisdiction,
choice of law, and enforcement questions.">®

Somewhat ironically, now that courts have agreed to hear transnational cases,
they have occasionally achieved what centuries of international negotiations failed
to accomplish: substantive harmonization. For example, in a 2017 decision, Eli Lilly
v. Actavis UK, Lord Neuberger developed a view of claim interpretation that he

'# [Ps, Catalogue of Differing Practices, https://www.fiveipoffices.org/material/cdp-1/cdp-1_index.

126 See, e.g., Andrew Guzman, The Case for International Antitrust, 22 Berkeley ]. Int'l L. 355
(2004).

7 See, e.g., Vanity Fair, 234 F.2d at 640; Voda v. Cordis Corp., 476 F.3d 887 (Fed. Cir. 2007);
Case C-4/o3, Gesellschaft fiir Antriebstechnik mbH & Co. KG (GAT) v. Lamellen und
Kupplungsbau Beteiligungs KG (LuK), ECLI:EU:C:2006:457 (2006).

18 See, e.g, Rochelle Dreyfuss, The ALI Principles on Transnational Intellectual Property
Disputes: Why Invite Conflicts?, 30 Brook. J. Int'l L. 819 (2005).

9 See, e.g., Guzman, supra note 126.

13° The American Law Institute, Intellectual Property: Principles Governing Jurisdiction, Choice of
Law and Judgments in Transnational Disputes (Philadelphia: ALI 2008); European Max
Planck Group on Conflict of Laws in Intellectual Property, Conflict of Laws in Intellectual
Property: The CLIP Principles and Commentary (Oxford University Press, 2013); Japanese
Transparency Principles, in Jiirgen Basedow, Toshiyuki Kono and Axel Metzger (eds.),
Intellectual Property in the Global Arena — Jurisdiction, Applicable Law, and the Recognition
of Judgments in Europe, Japan and the US (Tiibingen: Mohr Siebeck, 2010); International Law
Association, Guidelines on Intellectual Property and Private International Law (“Kyoto
Principles”), 12 J. Intell. Prop., Information Tech. and Electronic Com. L. 1 (2021).
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found common to the laws of the UK, France, Italy, and Spain.”" In Unwired Planet
Intl. Ltd. v. Huawei Techs. Co. Ltd., a UK appellate court imposed a worldwide
royalty for the use of standard essential patents subject to a commitment to license

132 Cases involving

under fair, reasonable, and nondiscriminatory (FRAND) terms.
secondary liability for copyright and trademark infringements on the internet simi-
larly provide courts with opportunities to develop law for disputes involving inter-
mediaries operating in multiple jurisdictions."??

It is, of course, debatable whether substantive lawmaking through dispute reso-
lution is superior to negotiating treaties. As with international instruments that are
self-executing, there can be a democratic deficit. Depending on the terms of judicial
appointments there may well be less control over adjudicators than over negotiators.
And depending on the quality of the litigators, judges may be less versed in the
relevant technology, less knowledgeable about the impact of particular rules on the
creative community or the public interest, and too focused on the concerns of the
litigants to consider broader issues. At the same time, however, adjudication is more
nimble than international lawmaking and more responsive to domestic agendas.
Furthermore, judicial decisions can usually be overruled. Since multiple courts will
often consider the same issues, solutions will percolate — and that may be better than
negotiation for finding the best solution to universally vexing problems.

F. CONCLUSION

Self-execution is a matter of national rather than international law. While some
countries regard international agreements as having direct effect, most do not
consider international intellectual property agreements to be self-executing. This
means that negotiators cannot assume that national law will be implemented in a
manner that is entirely consistent with agreements as drafted. Furthermore, leaving
matters to the legislature can delay and interfere with the coordination (or harmon-
ization) that many international agreements seek to achieve. For intellectual prop-
erty law, this is particularly problematic, because the globalization of information,
production, and manufacturing suggests that a high degree of integration
is desirable.

Nonetheless, there are many good reasons to preserve states’ sovereign authority to
implement international law for themselves. Legislative intervention creates a
degree of accountability that is largely missing in the international sphere.
Intellectual property law involves balancing proprietary interests against public

13! [2017] UKSC 49.

132 [2017] EWHC 711 (Pat) (5 Apr. 2017) (Unwired Planet I), affd [2018] EWCA Civ 2344 (23
Oct. 2018) (Unwired Planet II).

33 See, e.g., Case C-31412, UPC Telekabel Wien v. Constantin Film Verleih, ECLIEU:
Ci2014:192 (CJEU 2014); L’Oréal SA v. eBay Int1 AG, Case C-324/09, ECLLIEU:C:2011:474
(CJEU Grand Chamber 2011); Tiffany (NJ) v. eBay, Inc., 600 F.3d 93 (2d Cir. 2010).
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concerns. Because countries differ dramatically along the lines of culture, econom-
ics, technological capacity, and fundamental principles, it would be difficult to
strike the same balance everywhere. Thus, consensus can often be achieved only
through the use of “constructive ambiguities”- language that is unsuitable to direct
application by judges but which allows for legislative tailoring to local needs,
capabilities, and values. In addition, technologies and needs change over time.
International lawmaking is too prone to capture, too shortsighted, and too cumber-
some to deal effectively with such problems.
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